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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 2, and 6-7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
US Patent 5,616,652 to Kusano et al.. (hereinafter "Kusano"). 

The rejection stands as per reason of record. Insofar as the amended claim 7, 
the reference, as discussed in the prior office action discloses SEPS with molecular 
weight of 200,000 (obtained by hydrogenation of SIS), which fully statisfies the claim 
limitations of claim 7. 

Once again, it is emphasized that the reference expressly discloses 
centrifugation step as one of only two possible dehydration steps in column 6 of the 
reference. As such, the reference discloses extremely small genus of dehydration steps 
(namely only centrifugation and a compression dehydration) and one of the two possible 
methods would have been clearly envisages from this expressd disclosure, even if, the 
centrifugation step is not exemplified in preferred embidument. 

Claim Rejections - 35 USC § 102/103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject naatter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 1, 3-5 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Kusano.. 

The disclosure of the Kusano reference is discussed above. The rejection 
stands as per reasons of record with respect to claims 3-6. Insofar as the amended 
claim 1 , while the reference measures the oil absorbency via a different method, it is 
reasonable believed that the product that is obtained by one of the expressly disclosed 
methods, i.e., using centrifugation as dehydration step, would necessarily and inherently 
exhibit the claimed properties. As noted above, the process using centrifugation is 
clearly envisaged from the disclosure of the reference. 

Response to Arguments 

Applicant's arguments filed 1 1-22-2006 have been fully considered but they are 
not persuasive. The applicants argue that the rejection under 35 USC 102 is improper 
since the reference does not disclose all of the limitations of claim 2. Specifically the 
reference does not disclose the required dehydration step that is conducted by gravity, 
centrifugation of filtration. The applicants go on to quote several passages from the 
reference that discloses and teaches that the preferred method of dehydration is 
conducted by mechanical squeezing. While it may be so, the applicants interpretation 
of the disclosure of the reference is impermissibly narrow and conveniently overlooks 
the entire disclosure of the reference and specific passages referred to by the examiner 
in the previous office action. It has been long established by the court that "The use of 
patents as references is not limited to what the patentees describe as their own 
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inventions or to the problems with which they are concerned. They are part of the 
literature of the art, relevant for all they contain." In re Heck, 699 F.2d 1331, 1332-33, 
216 USPQ 1038, 1039 (Fed. Cir. 1983). Further, a reference may be relied upon for all 
that it would have reasonably suggested to one having ordinary skill the art, including 
nonpreferred embodinients. Merck & Co. v. Biocraft Laboratories, 874 F.2d 804, 10 
USPQ2d 1843 (Fed. Cir.), cert, denied, 493 U.S. 975 (1989). See also >Upsher-Smitli 
Labs. V. Pamlab, LLC, 412 F.3d 1319, 1323, 75 USPQ2d 1213, 1215 (Fed. Cir. 2005 
Celeritas Technologies Ltd. v. Rockwell International Corp., 150 F.3d 1354, 1361, 47 
USPQ2d 1516,1 522-23 (Fed. Cir. 1 998) (The court held that the prior art anticipated 
the claims even though it taught away from the claimed invention. "The fact that a 
modem with a single carrier data signal is shown to be less than optimal does not vitiate 
the fact that it is disclosed."). Disclosed examples and preferred embodiments do not 
constitute a teaching away from a broader disclosure or nonpreferred embodiments. In 
re Susi, 440 F.2d 442, 169 USPQ 423 (CCPA 1971). "A known or obvious composition 
does not become patentable simply because it has been described as somewhat 
inferior to some other product for the same use." In re Gurley, 27 F.3d 551 , 554, 31 
USPQ2d 1130, 1132 (Fed. Cir. 1994) Furthermore, "[t]he prior art's mere disclosure of 
more than one alternative does not constitute a teaching away from any of these 
alternatives because such disclosure does not criticize, discredit, or otherwise 
discourage the solution claimed...." In re Fulton, 391 F.3d 1195, 1201, 73 USPQ2d 
1141. 1146 (Fed. Cir. 2004). 


Application/Control Number: 09/446,314 Page 5 

Art Unit: 1711 

Keeping in mind all of the relevant court decisions quoted above, the applicants 
attention, once again, is drawn to the disclosure in column 6, lines 63-65, where the 
patentee expressly discloses that "in dehydration step of the first stage, the hydrous 
crumbs are separated from water with a centrifuge of by a compressing dehydration, 
such as a roll, Banbury dehydrator or a screw extrusion type dehydrator". Thus, the 
reference discloses only TWO alternative and suitable techniques for the dehydration 
step, namely centrifugation and compressing dehydration. (Even if one, for whatever 
reason, chooses to count each of the exemplified type of compressing dehydration, 
still, the reference only discloses four possible mechanism of dehydration). The genus 
of methods suitable for dehydration is so very small, that one would CLEARLY envisage 
the dehydration step conducted by one of two (four) methods, namely centrifugation, 
even though this particular method is not disclosed as preferred. The rejection under 35 
use 1 02 under this circumstances if completely appropriate. 

It is further noted that the final product obtained by the method disclosed in the 
reference and the using one of the two (or four) discloses possible methods of 
dehydration that completely correspond to the claimed method would necessarily 
inherently exhibit all of the claimed properties as obtained from identical staring 
materials and by identical steps as the claimed product. Similarly, the disclosed 
process (using the centrifugation as a dehydration step, which, as discussed above, is 
clearly envisaged from the very small genus of dehydration steps) would necessarily 
result in the products having properties identical to the claimed product/properties. 
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It is noted that the argument that the reference does not disclose the required 
dehydration step is the ONLY argument presented by the applicants in support of the 
patentability of claim 2 and the only arguments alleging an error in the rejection of claim 
2 issued in the previous office action. All other arguments are directed to the oil 
absorbency of the product. It is further noted that NONE of the method claims, i.e., 2-7 
even claim the absorbency property of the product. In the previous office action, the 
examiner shifted the burden to the applicants to provide factual evidence that the 
OTHER claimed properties of the method claims are not met by the reference. The 
applicants neither presented any of the evidence to that fact, nor they even argued that 
the claimed properties of claims 2-6 are not met by the product disclosed in the 
reference. 

With respect to the rejection of claim 1 under 35 USC 102 or, in the alternative, 
under 35 USC 103, the applicants argue that the disclosed dry porous crumbs would 
not exhibit the claimed oil absorbency property as measured by the test set in claim 1 . 
This argument is similarly unconvincing. First of all, the fact that the oil absorption is 
measured differently in the reference, contrary to the applicants assertion, does not 
necessarily mean that it would not satisfy the claimed limitation when measured under 
the claimed conditions. No evidence to support applicants allegation (which is just that 
- allegations) are presented on the record. Even more important, the applicants 
compare the preferred embodiment disclosed in the reference and not the non- 
preferred, but clearly disclosed embodiment of centrifugation dehydration. The process 
using centrifugation dehydration, as discussed above (and which is clearly envisaged 
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from the reference disclosure) will necessarily result in product with the claimed 
properties. The anticipation rejection based on inherently is clearly warranted in this 
case also. But even arguendo, if the disclosed product (using centrifugation step in its 
production) do not exhibit the claimed properties as per claim 1 , the results of examples 
1 ,2 and comparative example 3 can not be conclusively compared to each other as the 
drying conditions in the second step vary and it is not clear what is the determining 
factor for the final properties of the product. Note that none other examples discussed 
on several pages of response are seen as relevant since no other differences (except 
for the dehydration step) between the claimed and disclosed process are even alleged 
by the applicants. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly. THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(8). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Irina S. Zemel whose telephone number is (571)272- 
0577. The examiner can normally be reached on Monday-Friday 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on (571)272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Irina S. Zemel 
Primary Examiner 


ISZ 



